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DETAILED ACTION 

Response to Arguments 

1 . Applicant has amended claims 7 and 14 to obviate the rejection 35 U.S.C. §101 . 

2. The Examiner upholds the rejection of claims 7 and 14 under 35 U.S.C. §101 as 
still directed to non-statutory matter (i.e. software, perse)/ 

3. Applicant argues, with respect to claim 1 , that Shuster fails to teach at least one 
digital watermark associated with the respective first and second data sequences . 
Applicant states on pages 6-7 of REMARKS, filed 1 1 July 2008, "The Office then 
equates Shuster's second checksum with applicants' digital watermark. However, the 
equivalencies made by the Office cannot hold because applicants claim: at least one 
digital watermark associated with the respective first and second data sequences. In 
Shuster the first and second checksums are generated from a file corresponding to two 
different length portions of the file (col. 5, lines 50-64). Thus, the second checksum in 
Shuster is from a second portion of the file. The second checksum in Shuster is not 
associated with the first portion of the file from which the first check sum is calculated." 

4. Therefore, the second checksum in Shuster cannot be said to be equivalent to 
applicants' claimed: at least one digital watermark associated with the respective first 
and second data sequences, because the second checksum in Shuster is associated 
with a second portion of the file, which is different from the first portion . For at least the 
foregoing reasons, Shuster does not teach each and every feature of applicants' claim 1 
and claim 1 is patentable over Shuster." 
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5. The Examiner disagrees and has bolded key words found in claim 1 and 
applicant's argument of claim 1 . The applicant and applicant's representative are 
reminded that although the claims are interpreted in light of the specification, limitations 
from the specification are not read into the claims. See In re Van Geuns, 988 

F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). The phrase "associated with" is broadly 
interpreted. The Examiner has interpreted, but is not necessary limited to, "calculated 
using." 

6. It appears applicant has established that Shuster anticipates the limitation "at 
least one digital watermark associated with the respective first and second data 
sequences." 

7. Applicant states "In Shuster the first and second checksums are generated from 
a file corresponding to two different length portions of the file (col. 5, lines 50-64)." This 
further conquers the association "...with the respective first and second data 
sequences." 

Claim Rejections - 35 USC § 101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

9. Claims 7 and 14 are rejected under 35 U.S.C. 101 because the claims for the 
invention are directed to non-statutory subject matter, as they do not fall under any of 
the statutory classes of inventions. The language in the claims raise an issue because 
the claims are directed merely to an abstract idea that is not tied to an article of 
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manufacture which would result in a practical application producing a concrete, useful, 
and tangible result to form the basis of statutory subject matter under 35 U.S.C. 101 . 

The claims could reasonably be drawn to functional descriptive material, per se, i.e., 
"program" may be taken to mean software alone, and as such, the claims would be 
directed to non-statutory subject matter. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

4. Claims 1-14 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Shuster, (U.S. Pat 6826546 B1), hereinafter referred to as Shuster. 

Re claims 1, 4, 8 and 11 : Shuster teaches a method for identifying a first digital 
data sequence, a system for identifying a first digital data sequence comprising a 
processor (col 4, lines 39-42), a method for enabling identification of a first digital data 
sequence and a system for enabling identification of a first digital data sequence (col 5, 
lines 30-35) comprising: 

- calculating a first digital fingerprint [generate first checksum] based on at least part of 
the first sequence ["initial checksum based upon a small amount of data reduces the 
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burden on the network and file server"] (Fig 1: elt 116 & 120; col 5, lines 55-58 and lines 
61-64), 

- comparing the first fingerprint [first checksum] with at least a second fingerprint 
associated with at least a second digital data sequence ["compares the first checksum 
with a library of known checksum values that are stored in database"] (Fig 1 : elt 120, 

1 24 & 1 28; col 5, lines 65 - col 6, line 1 ), 

- depending on a result of the comparison [Fig 1, elt 128] (col 6, lines 3-7), comparing at 
least one digital watermark [generate second checksum] associated with the respective 
first and second data sequences ["the second checksum is then uploaded to the server, 
and is compared to the library of known checksum values for a match in the database"] 
(Fig 1: elt 136, 140, 144 & 148; col 6, lines 8 - 12) and thereby establishing an identity of 
the first data sequence (Fig 1: elt 148 & 152; col 6, lines 12-13 and lines 15-18). 

Re claims 2, 5, 9 and 12 : Shuster further teaches calculating the at least one 
digital watermark [second checksum], where the calculation is dependent on information 
contained in the first fingerprint (col 6, lines 20-22). Shuster teaches that both 
checksums can be calculated based on the first one thousand bytes. 

Re claims 3, 6, 10 and 13 : Shuster further teaches calculating the at least one 
digital watermark [second checksum], where the calculation is dependent on information 
[Fig 1 , elt 128] resulting from the comparison between the first fingerprint [first 
checksum] and the second fingerprint ["a library of known checksum values that are 
stored in database"] (col 5, line 64 - col 6, line 8). Shuster teaches the calculation 
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between the second checksums is performed only when the first checksums are 
validated. 

Re claims 7 and 14 : Shuster teaches a computer program product comprising a 
computer usable medium including software instructions for controlling a computer to 
perform a method according to claims 1 and 8 (col 2, lines 45-53; claim 1 : col 8, lines 
46-50). 



Conclusion 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references applied to the claims above for the convenience of the applicant. Although 
the specified citations are representative of the teachings of the art and are applied to 
specific limitations within the individual claim, other passages and figures may apply as 
well. It is respectfully requested from the applicant in preparing responses to fully 
consider the references in entirety as potentially teaching all or part of the claimed 
invention, as well as the text of the passage taught by the prior art or disclosed by the 
examiner. 

In the case of amending the claimed invention, Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the structure 
relied on for proper interpretation and also to verify and ascertain the metes and bounds 
of the claimed invention. 
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The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

U.S. Pat Pub 2003/003701 0A1 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DARREN SCHWARTZ whose telephone number is 
(571)270-3850. The examiner can normally be reached on 8am-4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Vu can be reached on (571)272-3859. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

ID. SV 

Examiner, Art Unit 2135 
/KimYen Vu/ 

Supervisory Patent Examiner, Art Unit 2135 



